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DETAILED ACTION 



1 . Receipt is acknowledged of Applicant's Preliminary Amendment, filed April 27, 2001 . 

2. Receipt is acknowledged of Applicant's Prior Art Statement, filed March 20, 2001 . 

3. Receipt is acknowledged of Applicant's Foreign Priority Papers, filed May 14, 2001 . 

4. Claims 5-9 have been canceled. 



6. Claims 1-4, and 1 1-16 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. In claims 1-4 , line 1 Applicant should recite the claim in 
terms of a method or process if that is what is intended. In claim 1, line 5 the use of the 
alternative expression "and/or" is deemed to render the scope of the claims indefinite. In claim 
12, line 2 it is unclear whether the recited expression "is improved from 0.1 3um to around 0.07 
um" is intended to recite a range of improvement for the final product after treatment, or whether 
the "0.1 3um" is intended to refer to the surface roughness prior to treatment. Further, in claim 12 
it is not clear what parameter is being measured. 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -- 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 



Claims 1-4, and 1 1-16 are presented for examination. 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 

8. Claims 1-2, 11-12, and 15-16 are rejected under 35 U.S.C. 102(a) as being clearly 
anticipated by Hashimoto. Hashimoto discloses a method of producing a surface finish on 
bearing surfaces within the recited range by immersion grinding. Processing time is dependent 
upon the particular workpiece but is given as 45 minutes for one example(column 6, lines 30-34). 

9. Claims 1-2, 4, 11, and 14-16 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Wood(British no. 227277). Wood discloses an immersion grinding process for 
finishing bearing surfaces comprising all of the subject matter set forth in applicant's claims 
above. 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

11. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over either Hashimoto 
or Wood. The compressive strength increase would have been an expected result of performing 
the method of either Hashimoto or Wood. The design range of compressive strength imparted to 
the bearing surface would have been an obvious matter of design choice depending upon the 
conditions under which the bearing is to be used. 



Pase 4 

Application/Control Number: 09/762652 
Art Unit: 3723 



12. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hashimoto or 
Wood in view of Ohno. Ohno disclose a conventional apparatus for finishing workpieces 
comprising a rotary abrasive media receptacle and a rotary holder for preventing workpieces from 
contacting each other during immersion machining. To finish the bearing surfaees in a 
conventional rotary immersion receptacle with rotation of the workpieces within the media, to 
prevent contact between workpieces would have been obvious in view of Ohno. 

13. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Akamatsu et al is cited of interest to show a roller bearing surface having an isotonic 
surface roughness achieved by barrel finishing. 

14. Any inquiry concerning this communication should be directed to Robert Rose at 
telephone number (703) 308-1360. 
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